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Turkey
OFO VENTURA

1 Relevant Authorities and Legislation
1.1

What is the relevant trade mark authority in your
jurisdiction?

The relevant authority is the Turkish Patent and Trade Mark Office
(TÜRKPATENT).
1.2

What is the relevant trade mark legislation in your
jurisdiction?

The most pertinent legislation is the Industrial Property Code no.
6769 (IP Code), which came into force on 10 January 2017.

2 Application for a Trade Mark
2.1

What can be registered as a trade mark?

According to article 4 of the IP Code:
“Trade marks may consist of any signs like words, including
personal names, figures, colours, letters, numbers, sounds
and the shape of goods or their packaging, provided that such
signs are capable of distinguishing the goods or services of
one undertaking from those of other undertakings and being
represented on the register in a manner to determine the clear
and precise subject matter of the protection afforded to its
proprietor.”
2.2

What cannot be registered as a trade mark?

Signs which do not fall within the scope of article 4 of the IP Code,
and those which do not fulfil the conditions stated in article 5 of the
IP Code (please see question 3.1 below), may not be registered as
trade marks.
2.3

What information is needed to register a trade mark?

Özlem Fütman

■

If the applicant has a representative, which is mandatory for
foreign applicants: name of the agent and his/her registration
number before TÜRKPATENT and contact details.

■

If priority is claimed: information regarding the priority.

■

The goods and services to be covered by the application.

■

A sample of the trade mark.

2.4

What is the general procedure for trade mark
registration?

After filing, the application is first assigned to the Classification
Department, where they check the list of goods and services. After that
step is successfully completed, the application is examined ex officio
by TÜRKPATENT in terms of absolute grounds. If it passes the
examination smoothly then it is published in the Official Trade Mark
Bulletin for two months. If no opposition is filed against it during that
two-month publication period, TÜRKPATENT requests that the
registration fee be paid within two months of such request being
notified. Once the registration fee is paid, the certificate is obtained.
2.5

How is a trade mark adequately represented?

A trade mark should be presented at a size of 5cm × 5cm or 7cm ×
7cm, in JPEG format.
2.6

How are goods and services described?

According to article 11/3 of the IP Code, goods and services are
described under the Nice Classification. TÜRKPATENT now applies
the 11th version of the Nice Classification.
2.7

What territories (including dependents, colonies, etc.)
are or can be covered by a trade mark in your
jurisdiction?

Turkey only. Note that Northern Cyprus (Turkish Cyprus) is a separate
jurisdiction and a registration before TÜRKPATENT would NOT give
coverage for Northern Cyprus.

The following information is required:
■

■

If the applicant is a natural person: first and last name and
contact details. If he/she is a Turkish citizen, the Turkish ID
number is also needed.
If the applicant is a legal entity: company name and contact
details. For Turkish companies, the tax number is needed too.

2.8

Who can own a trade mark in your jurisdiction?

According to article 3 of the IP Code, citizens of the Republic of
Turkey; natural or legal entities domiciled or engaged in industrial
or commercial activities within the borders of the Republic of
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Turkey; persons who have the right of application according to the
Paris Convention or the Agreement Establishing the World Trade
Organization and according to the reciprocity principle; and persons
whose citizenship is in a state that provides Turkish citizens the
protection of industrial property rights, can own a trade mark in our
jurisdiction.
2.9

Turkey
2.16 Does your jurisdiction recognise Collective or
Certification marks?

Yes; according to articles 31 and 32 of the IP Code, Turkey
recognises collective and certification marks.

3 Absolute Grounds for Refusal

Can a trade mark acquire distinctive character
through use?

Article 5/2 of the IP Code (see question 3.1 below) allows a trade
mark to acquire distinctive character though use before registration.
Article 25/4 states that if a mark was registered although it should
not have been, but acquired distinctiveness through use after its
registration and before a nullification action is filed, then it cannot
be nullified.

3.1

What are the absolute grounds for refusal of
registration?

1.

As per article 5 of the IP Code, the following signs shall not
be registered as trade mark:
(a) Marks which cannot be a trade mark according to article 4.
(b) Marks which are devoid of distinctive character.
(c) Marks which consist exclusively of, or include as the
main element, signs or indications which serve in trade to
designate the kind, type, characteristics, quality, quantity,
intended purpose, value, geographical origin, time of
production of goods or of rendering of the services, or
other characteristics of goods or services.

2.10 How long on average does registration take?

If everything goes smoothly – namely if the applicant faces no
issues regarding the list of goods and services, no Office refusal
and/or no third-party opposition – then it takes around six months to
conclude the registration process; but of course it also depends on
the workload of the examiners.

(ç) Marks which are identical to or indistinguishably similar
to a trade mark which has been registered or which has
been applied for registration, relating to identical, or
identical types of, goods and services.

2.11 What is the average cost of obtaining a trade mark in
your jurisdiction?

(d) Marks which consist exclusively of, or include as the
main element, signs or indications used by everyone in
the trade area or which serve to distinguish members of a
particular professional, vocational or commercial group
from others.

The official filing fee is approx. EUR 35 per class, and the official fee
for obtaining a registration certificate is approx. EUR 92 regardless of
the number of classes. If priority is claimed, the official fee for that is
around EUR 50. Attorney fees and expenses should be considered
separately.

(e) Marks which consist exclusively of the shape or another
characteristic which results from the nature of the goods
themselves or the shape or other characteristics, which is
mandatory in order to obtain a technical result or gives
substantial value to the goods.

2.12 Is there more than one route to obtaining a
registration in your jurisdiction?

(f) Marks which would deceive the public in terms of the
nature, quality, geographical origin, etc. of the goods or
services.

A trade mark application can be filed directly before TÜRKPATENT
(national filing), but also Turkey can be designated before WIPO
through international trade mark applications, since Turkey is a Madrid
Protocol country.

(g) Marks which would be refused under article 6 of the
Paris Convention.
(ğ) Marks other than those covered by article 6 of the Paris
Convention but which are of public interest, and which
contain historical or cultural values, and emblems,
badges or escutcheons for which the consent of the
competent authority has not been given.

2.13 Is a Power of Attorney needed?

(h) Marks which contain religious values or symbols.

A POA is not required, except for withdrawals and for partial
renewals.

(ı) Marks which are contrary to public policy or to accepted
principles of morality.
(i) Marks which consist of a registered geographical sign or
which contain a registered geographical sign.

2.14 If so, does a Power of Attorney require notarisation
and/or legalisation?

2.

If a trade mark has been used before the application, and
through this use has acquired distinctive character in respect
of the goods and services which are the subject of the
application, the registration of this trade mark may not be
refused in accordance with subparagraphs (b), (c) and (d) of
paragraph 1 above.

3.2

What are the ways to overcome an absolute grounds
objection?

No, this is not required.
2.15 How is priority claimed?

Priority should be claimed and the official fee thereof should be paid
when the application is filed. The priority document, with its Turkish
translation (translated by a sworn translator), should be submitted to
TÜRKPATENT within three months as of the filing date.

If a mark is rejected due to a prior mark within the context of clause
(ç) of article 5, it can be challenged by revealing the differences
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If the application is rejected partially/entirely within the context of
clause (b), (c) or (d) of article 5, it can be challenged by claiming
that the mark has already acquired distinctiveness through use in
Turkey for the goods/services applied for before the filing date. To
overcome such a rejection, the applicant needs to submit strong
enough or convincing evidence.
3.3

the repute of the earlier trade mark due to the reputation the
earlier trade mark has in Turkey; shall be refused upon
opposition of the proprietor of that earlier trade mark.
(6)

An application for registration of a trade mark shall be
refused upon the opposition of the right holder if it consists of
a person’s name, trade name, photograph, copyright or any
other intellectual property right of another.

(7)

An application for registration of a trade mark identical or
similar to a collective mark or a guarantee mark with
identical or similar goods or services, that is filed within three
years following the expiration of the protection of the
collective mark or guarantee mark due to non-renewal, shall
be refused upon opposition of the previous right holder.

(8)

An application for registration of a trade mark identical or
similar to a registered trade mark for identical or similar
goods or services, that is filed within two years following the
expiration of the protection of the registered trade mark due
to non-renewal, shall be refused upon opposition of the
previous trade mark proprietor, provided that the trade mark
has been used during this period.

(9)

Trade mark applications filed in bad faith shall be refused
upon opposition.

4.2

Are there ways to overcome a relative grounds
objection?

What is the right of appeal from a decision of refusal
of registration from the Intellectual Property Office?

Any applicant whose application is partially/entirely refused due to
absolute grounds has the right to appeal that decision.
3.4

What is the route of appeal?

Appeals must be filed before the Re-examination and Re-evaluation
Board of TÜRKPATENT within two months as of the notification
date of the refusal decision, along with payment of the official fee.
Appeals must be in writing and bases for appeal cannot be changed
after the submission. The Board’s decision is final. If the applicant
wants to challenge the Board’s decision, a lawsuit for cancellation
of the decision should be filed before the IP Courts in Ankara.

4 Relative Grounds for Refusal
4.1

What are the relative grounds for refusal of
registration?

As per article 6 of the IP Code:
(1)

An application for a trade mark registration shall be refused
upon opposition if there exists a likelihood of confusion on
the part of the public, including the likelihood of association
with the earlier trade mark, due to identity with, or similarity
to, the earlier trade mark and the identity or similarity of the
goods or services covered.

(2)

An application for registration of an identical or
indistinguishably similar trade mark filed by a commercial
agent or representative in his own name without the trade
mark proprietor’s consent and without any justifiable ground
shall be refused upon the trade mark proprietor’s opposition.

(3)

(4)

(5)

If a right to a non-registered trade mark or to another sign
used in the course of trade was acquired prior to the date of
application or the date of the priority claimed for the
application for registration of a trade mark, the trade mark
application shall be refused upon opposition of the proprietor
of that prior sign.
Trade mark applications which are identical or similar to
well-known marks within the context of article 6 bis of the
Paris Convention, shall be refused upon opposition in respect
of the identical and similar goods or services.
A trade mark application which is identical or similar to an
earlier registered trade mark or application irrespective of
whether the goods or services for which it is applied for or
registered are identical with, similar to or not similar to those
for which the latter trade mark is applied for, and the use of
the latter trade mark without due cause would take unfair
advantage of, or be detrimental to the distinctive character or

Turkey

between the marks and the goods/services, if any. If the marks are
identical, or indeed indistinguishably similar, the applicant may
obtain a letter of consent from the prior mark’s owner to overcome
the rejection. TÜRKPATENT has a ready-to-fill letter of consent
form, and does not accept any other type of form prepared by the
parties themselves.

Turkey

If the third-party opposition is based on likelihood of confusion with
the opponent’s earlier applied/registered mark, the applicant can
argue and try to convince the examiner that there would be no
likelihood of confusion by pointing out differences between the
marks or goods/services or both. Also, on the filing date or priority
date of the opposed mark, if the opponent’s base marks are past the
five-year use term as of their registration date, then the applicant can
invite the opponent to prove genuine use of its marks in Turkey for
the claimed goods/services (non-use as a defence). If the opponent
cannot prove such, his likelihood of confusion claim would be
rejected, but other grounds of opposition can still be examined.
The applicant’s counter-arguments to the other bases of the opponent
need to be detected case-specifically. However, in almost all cases, the
evidence submitted by the opponent has vital importance. For
instance, if the opponent claims prior use in Turkey and/or reputation
in Turkey and/or well-known nature of its mark within the context of
the Paris Convention and TRIPS Agreement, but does not have a wellknown trade mark registration before TÜRKPATENT, and/or bad faith
of the applicant, yet does not submit any or sufficient evidence,
regardless of how these claims are explained they may be rejected.
Another option may be for the parties to come to terms. Sometimes,
oppositions are withdrawn in return for the deletion of some
goods/services from the opposed mark; in that case, TÜRKPATENT
issues a decision stating that there is no need to decide on the
opposition.
4.3

What is the right of appeal from a decision of refusal
of registration from the Intellectual Property Office?

Any party (applicant and/or opponent) who is not satisfied with the
decision can appeal it.
4.4

What is the route of appeal?

Appeals must be filed before the Re-examination and Re-evaluation
Board of TÜRKPATENT by the payment of the official fee within
two months as of notification date of the decision. Appeals should
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be in writing and the bases cannot be changed after the filing. The
Board’s decisions are final. If a party wants to challenge the Board’s
decision, a lawsuit for its cancellation should be filed before the IP
Courts in Ankara. If the opponent files the lawsuit, he/she had better
claim nullification of the opposed mark as well, in case the
registration procedure is finalised when the lawsuit is pending.

Turkey
7 Registrable Transactions
7.1

Can an individual register the assignment of a trade
mark?

Yes, this is possible in Turkey.

5 Opposition
7.2
5.1

On what grounds can a trade mark be opposed?

A trade mark application can be opposed based on absolute and
relative grounds.
5.2

Who can oppose the registration of a trade mark in
your jurisdiction?

According to article 18/1 of the IP Code, relevant persons can
oppose published applications.
5.3

What is the procedure for opposition?

An opposition can be filed within two months as of the publication
date of an application. Oppositions should be in written format and
all grounds should be stated in detail in the opposition writ at the
time of filing. Payment of the official opposition fee and stating the
details of the payment in the opposition writ are obligatory.

6 Registration

Both entire and partial assignments are possible.
7.3

What happens when a trade mark is granted
registration?

A registration number is given to the application; it is stated as
registered in TÜRKPATENT’s records and a registration certificate is
given to the owner. Note that for international registrations through
WIPO, TÜRKPATENT does not provide registration certificates.
6.2

From which date following application do an
applicant’s trade mark rights commence?

Can an individual register the licensing of a trade
mark?

Yes, this is possible in Turkey.
7.4

Are there different types of licence?

According to article 24 of the IP Code, exclusive and non-exclusive
licences are possible.
7.5

Can a trade mark licensee sue for infringement?

According to article 158 of the IP Code, exclusive licensees can sue
for infringement unless otherwise stated in the agreement. Nonexclusive licensees can also sue for infringement with a notification
to the trade mark owner (licensor) unless otherwise stated in the
agreement.
7.6

6.1

Are there different types of assignment?

Are quality control clauses necessary in a licence?

Article 24 of the IP Code reads as follows: “The licensor shall take
measures to guarantee the quality of goods to be produced or services
to be offered by the licensee. The licensee is obliged to comply with
the terms of the licence contract. Otherwise, the trade mark proprietor
may claim his rights arising from registered trade mark against the
licensee.” So even if quality clauses are not included in the agreement,
the licensee still has to fulfil quality requirements.
7.7

Can an individual register a security interest under a
trade mark?

An applicant’s trade mark rights commence on the application date.
If priority is claimed, protection starts on the priority date.

Yes, this is possible in Turkey.

6.3

7.8

What is the term of a trade mark?

The term is 10 years as of the application date.
6.4

How is a trade mark renewed?

A trade mark can be renewed every 10 years. The renewal application
should be filed, at the earliest, six months before the renewal deadline.
Late renewal is possible within six months as of the actual renewal
deadline by paying the penalty fee.

Are there different types of security interest?

According to article 148/1 of the IP Code, the industrial property
right may be transferred, inherited, become the subject of licence,
put in pledge, shown as collateral, seized or become the subject of
other legal actions.

8 Revocation
8.1

What are the grounds for revocation of a trade mark?

According to article 26/1 of the IP Code, upon request, the revocation
of the trade mark shall be decided in the following situations:
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Where there exist conditions set out in the first paragraph of
article 9, which reads: “If, within a period of five years
following the date of registration, the trade mark has not been
put to genuine use in Turkey by the trade mark proprietor in
connection with the goods or services in respect of which it is
registered, or if such use has been suspended during an
uninterrupted period of five years, the trade mark shall be
revoked, unless there are proper reasons for non-use.”

9.1

Trade mark becoming generic for the registered goods or
services due to trade mark proprietor’s actions or as a
consequence of necessary measures not taken by the trade
mark proprietor.

9.2

(c)

Trade mark misleading the public concerning the nature,
quality or geographic origin of the goods or services for which
it is registered, as a result of the use by the trade mark
proprietor himself or with the trade mark proprietor’s consent.

Invalidation actions can be filed within five years as of the
registration date of the mark in dispute before the IP Courts.

(ç)

Use of a trade mark contrary to article 32, which reads: “[I]n
case of application of relevant persons, public prosecutors or
the relevant public institutions on the grounds that the owner
does not take necessary measures in order to prevent the
continuous use of the collective mark or the guarantee mark
contrary to the technical specification, the mark shall be
revoked unless the said contrary use is corrected within the
prescribed period.”

b)

8.2

Who can commence revocation proceedings?

Any party who has an interest may commence such proceedings.
8.4

What grounds of defence can be raised to a
revocation action?

In terms of non-use, the defendant needs to prove its genuine use in
Turkey for each and every good/service where the cancellation
claim is directed, or should prove that there are proper reasons for
non-use.
Some Trial Courts in Turkey are of the opinion that non-use
cancellation actions cannot be filed until 10 January 2022; so you
may try your luck by raising this argument and claim dismissal of
the case as well. (NB: the writers of this chapter do not share that
opinion of some Judges, but rather think that cancellation actions
can be filed. However, so far we have not heard opinions from the
Regional Appeal Courts and the National Appeal Court.)
8.5

What are the grounds for invalidity of a trade mark?

According to article 25 of the IP Code, the grounds for invalidity of
a trade mark are absolute and relative grounds.

9.3

What is the procedure for invalidation of a trade
mark?

Who can commence invalidation proceedings?

Persons who have an interest, public prosecutors or relevant public
institutions and organisations may request the Court to decide on
invalidity of a trade mark.
9.4

What grounds of defence can be raised to an
invalidation action?

What is the procedure for revocation of a trade mark?

Once the five-year use period as of the registration date has passed,
a cancellation action based on non-use can be filed before the IP
Courts. However, from 10 January 2024, TÜRKPATENT will have
the authority to handle cancellation actions.
8.3

9 Invalidity

Turkey

a)

Turkey

What is the route of appeal from a decision of
revocation?

A party who is not happy with the decision can appeal it, within two
weeks as of the notification date, before the Regional Appeal Court.
Within two weeks of the Regional Appeal Court’s decision being
notified, an appeal before the National Appeal Court is possible too.

The defendant can prove that the absolute/relative grounds shown as
the basis of the invalidation action are unjustified.
If the plaintiff’s invalidation claim is based on his earlier registered
marks, and if the five-year use term for those marks is passed as of
their registration date on the day where the invalidity action is
initiated, the defendant can invite the plaintiff to prove genuine use
of its base marks in Turkey for the goods/services where invalidity
is claimed. If the plaintiff’s mark has been registered for at least five
years on the application date or on the date the priority right of trade
mark for which invalidation is requested, the plaintiff shall also
prove genuine use in Turkey on the aforesaid date of application or
date of priority right. If the plaintiff cannot prove it, its claim of
likelihood of confusion would be rejected, but other grounds for
invalidity can be examined.
Meanwhile, if a trade mark has been registered contrary to
subparagraphs (b), (c) and (d) of the first paragraph of article 5 but
it has acquired distinctive character as a result of use with regard to
the registered goods or services before the invalidation request
against the trade mark, such trade mark shall not be invalidated.
Moreover, article 25/6 reads as follows: “Where a trade mark
proprietor has acquiesced in the use of a later trade mark for a period
of five successive years while he was aware or should have been
aware of this situation, trade mark proprietor may not allege his
trade mark as an invalidation ground unless the registration of the
later trade mark is in bad faith.”
9.5

What is the route of appeal from a decision of
invalidity?

See question 8.5 above.

10

Trade Mark Enforcement

10.1 How and before what tribunals can a trade mark be
enforced against an infringer?

According to article 156 of the IP Code, the courts commissioned
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for legal proceedings foreseen in this Code shall be IP civil courts
and IP criminal courts.

a)

decide to hear the adversary party and set a hearing date, and
then decide whether to grant an injunction or not;

In legal proceedings to be instituted against third parties by the owner
of an industrial property right, the competent court shall be the court
where the plaintiff is domiciled or where the action violating the law
has taken place or where the impacts of this action are observed.

b)

send the file to an expert before making a decision about the
injunction request;

In the case that the plaintiff is not domiciled in Turkey, the competent
court shall be the court where, at the instituting date of the legal
proceeding, the business place of the attorney registered in registry is
located; and if the record of the attorney has been deleted, the
competent court is the court where the headquarters of TÜRKPATENT
are located.

The purpose of an interim injunction is to protect the effectiveness
of the final decision, therefore its basis can be different in each case,
as long as it is compatible with articles 389–399 of the Code of Civil
Procedure and article 159 of the IP Code.

In legal proceedings to be instituted against the owner of industrial
property right by third parties, the competent court is the court
where the defendant is domiciled. In the case that the owner of the
industrial property right application or the industrial property right
is not domiciled in Turkey, the provisions of the above-mentioned
paragraph shall be applied.

c)

grant the injunction immediately; or

d)

refuse the injunction immediately.

The injunction decision granted by the Trial Court can be objected to.
The Trial Court’s decision, upon objection, can be appealed before the
Regional Appeal Court and this Appeal Court’s decision is definitive.
If an interim injunction request is refused, that decision can be
appealed before the Regional Appeal Court as well, whose decision
is definitive.
We have no final injunctions system.

10.2 What are the key pre-trial procedural stages and how
long does it generally take for proceedings to reach
trial from commencement?

10.4 Can a party be compelled to provide disclosure of
relevant documents or materials to its adversary and
if so how?

A written procedure is applied in IP litigation. The burden of proof
is on the plaintiffs, except in non-use cancellation actions, where the
burden switches to defendant. Each party has the right to submit
two petitions. After the parties submit their petitions, or in any case
after the two-week response deadline has passed, the Court
determines a preliminary hearing date. The preliminary hearing is
held only once, but if there is a serious necessity, then only one more
preliminary hearing may be held.

Upon the request of a party for disclosure of the relevant documents,
if the Court determines that the request is legal and that the document
is in the adversary party’s possession, the Court would give a deadline
to the adversary party to submit the relevant documents. If such
documents are not submitted until the given deadline, the Court might
grant its decision based on the statement of the party that requested the
documents.

At the preliminary hearing, the Court examines the causes of action
and preliminary objections, detects the matter in dispute and invites
the parties to settle the matter amicably. If at least one of the parties
says there cannot be an amicable settlement, the Judge gives two
weeks to the parties to submit their evidence that has been indicated
before but not submitted yet. If the parties say there is a possibility
to settle the matter, the Judge gives them time to negotiate and
postpone the process.

10.5 Are submissions or evidence presented in writing or
orally and is there any potential for cross-examination
of witnesses?

During the trial stage, in accordance with the claims and evidence of
the parties, if needed an expert examination can be conducted and, if
applicable, witness statements can be heard. Then the Trial Court
grants a decision. In terms of expert examination, the file can be
sent to a maximum of three different expert bodies.
Once the Trial Court grants a decision and the parties are notified of
the reasoned decision, the parties have the right to appeal before the
Regional Appeal Court within two weeks of notification of the Trial
Court’s decision. The Regional Appeal Court’s decision can be
appealed before the National Appeal Court. If none of the parties
appeals the Trial Court decision, the decision becomes final.
The trial stage takes approximately one to two years, but may also
take longer depending on the workload of the Court, the number of
expert examinations, and the level of complication of the dispute.
The Regional Appeal Court stage takes around a year, and the
National Appeal Court stage may take one to two years, depending
on the workload of the Appeal Court.
10.3 Are (i) preliminary, and (ii) final injunctions available
and if so on what basis in each case?

It is possible to request an interim injunction from the Courts with a
separate action before filing the main lawsuit, or it may be requested
with the main lawsuit. In either case, the Court can do the following:
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In principle, in both criminal and civil actions, the evidence needs to
be in writing; but if there is a possibility to prove any claim with
witnesses, then the Court hears the witnesses’ statements. In this
case, the statements would be given orally, during a hearing. In both
criminal and civil actions, parties can ask their questions to the
witnesses directly where cross-examination is possible.
10.6 Can infringement proceedings be stayed pending
resolution of validity in another court or the
Intellectual Property Office?

Only Civil IP Courts have authority to invalidate trade marks. In an
infringement proceeding, the Court handling the file may decide to
stay the proceeding to await the outcome of the invalidation action
or not.
10.7 After what period is a claim for trade mark
infringement time-barred?

Trade mark infringement is defined as a wrongful act. According to
article 72 of the Code of Obligations, civil actions against wrongful
acts must be filed within a two-year time period as of the day that the
doer and the wrongful act is learnt of. In any case, such civil action
must be filed within 10 years as of the date the wrongful act occurred.
If an action is also defined as a crime, the time limitation applicable
for the crime would be applied, which would be eight years for trade
mark infringement.
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However, if infringement is ongoing, the time limitation would not
start.

b)

To prevent possible infringements and to take the necessary
measures.

For criminal actions, a complaint must be submitted to the District
Attorney within six months as of the day the identity of the infringer
and the infringement act is learnt of.

c)

To remedy infringement and compensate material, immaterial
and reputational damages.

d)

To seize and/or to grant property rights on the infringing
products and machines/tools, etc. used in their production.

e)

To announce the final Court decision in newspapers where
the expenses fall to the infringer.

10.8 Are there criminal liabilities for trade mark
infringement?

For criminal actions, article 30 of the IP Code reads as follows:
Yes, please see question 12.1 below.

(1)

A person who produces or provides services, puts on the market
or sells, imports or exports, buys for commercial purposes,
possesses, transports or stores goods, while infringing a trade
mark right through quotation or likelihood of confusion, shall
be sentenced to one to three years of imprisonment and
punished with a judicial fine of up to 20,000 days.

(2)

A person who removes the sign indicating the trade mark
protection from a product or packaging without authorisation
shall be sentenced to one to three years of imprisonment or
punished with a judicial fine of up to 5,000 days.

(3)

A person who makes, without authorisation, a disposition of
a trade mark right which is owned by someone else, by
transferring, licensing or pledging, shall be sentenced to two
to four years of imprisonment and shall be punished with a
judicial fine of up to 5,000 days.

(4)

If the crimes indicated in the provisions of this article are
committed by acts of a legal entity, additional specific
security measures shall be taken.

(5)

To give a sentence due to the crimes indicated in this article,
it is mandatory that the trade mark is registered in Turkey.

(7)

If a person selling or putting on the market a counterfeit
product submits information about where he acquired those
goods and, thus, contributes to the detection of the producers
and the seizure of the products, he shall not be sentenced.

10.9 If so, who can pursue a criminal prosecution?

The registered owner of a mark can file a complaint before the
District Attorney. For licensees, please see question 7.5 above.
10.10 What, if any, are the provisions for unauthorised
threats of trade mark infringement?

If trade mark infringement has not occurred, unfair competition may
be claimed, depending on the facts of the case.

11

Defences to Infringement

11.1 What grounds of defence can be raised by way of
non-infringement to a claim of trade mark
infringement?

The main defences are as follows:
■

Exhaustion of trade mark rights.

■

Hold/use of the goods for the purposes of personal needs.

■

Parallel import.

■

Failure of trade mark owner to seize the infringing products
where compensation for those products has already been paid
by the infringer to the trade mark owner.

■

Rightful ownership of the mark.

■

Fair use of the mark.

■

Non-existence of likelihood of confusion.

11.2 What grounds of defence can be raised in addition to
non-infringement?

Validity of the trade mark can be argued with:
■

a counter-claim or separate lawsuit;

■

inviting the plaintiff to prove genuine use of its base mark in
Turkey for the last five years, if the five-year use term as of
registration of the plaintiff’s mark has passed;

■

lack of legal interest;

■

lack of jurisdiction; or

■

statute of limitation.

12

Relief

12.1 What remedies are available for trade mark
infringement?

Turkey
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12.2 Are costs recoverable from the losing party and, if so,
how are they determined and what proportion of the
costs can usually be recovered?

The party who lost a lawsuit in a civil proceeding has to pay an
attorney’s fee to the other party, which is granted by the Judge based
on the related Bar’s official Minimum Attorneyship Fee Tariff. The
Court orders only the payment of official expenses that are paid by
the prevailing party. Courts do not give any decision regarding
unofficial attorney’s fees and expenses. In criminal proceedings, the
Court grants an attorney’s fee for the complainant’s lawyer to be
paid by the accused person; this attorney’s fee is also based on the
related Bar’s official Minimum Attorneyship Fee Tariff. No
expenses are granted to the complainant in criminal proceedings.

13

Appeal

13.1 What is the right of appeal from a first instance
judgment and is it only on a point of law?

A Trial Court’s decision can be appealed before the Regional Appeal
Court, within two weeks of its notification. The Regional Appeal
Court examines a Trial decision both on procedural grounds and in
terms of the merits. If, after the regional Appeal Court, the file goes
to the National Appeal Court, the National Appeal Court examines
the decision only on procedural grounds.

For civil actions, the following can be claimed:
a)

To determine infringement and to stop the infringing actions.
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13.2 In what circumstances can new evidence be added at
the appeal stage?

Generally it is not allowed to submit new evidence at the appeal
stage; this is only permitted if the new evidence could not be
submitted due to force majeure.

14

Border Control Measures

14.1 Is there a mechanism for seizing or preventing the
importation of infringing goods or services and, if so,
how quickly are such measures resolved?

Yes, there is. The system essentially works as follows:
1.

A form is filed into the customs’ general online system and
copies of the registration (and renewal) certificates are filed
along with the form. If the brand owner is a foreign
person/entity, an apostilled POA and its notarised Turkish
translation have to be submitted too.

2.

After step 1 above, all the customs officers in Turkey start
monitoring any knock-offs passing through customs for one
year. The monitoring request can be renewed yearly.

3.

If a customs officer notices any knock-offs, he/she informs
the brand owner’s legal representative and stops the goods
there. The customs authorities give 10 days to the brand
owner to bring a seizure decision either from a District
Attorney or from a Civil Court. Upon request, customs may
provide an additional 10 days to the brand owner to bring the
seizure decision.

Before Civil Court, a seizure can be claimed (in this option, within
10 days a lawsuit should be filed, otherwise seizure lapses) or a
lawsuit for infringement (and unfair competition) can be filed and
seizure claimed.

15

Other Related Rights

15.1 To what extent are unregistered trade mark rights
enforceable in your jurisdiction?

According to article 6/3 of the IP Code, if a right to a non-registered
trade mark or to another sign used in the course of trade was
acquired prior to the date of an application or the date of the priority
claimed for the application for registration of a trade mark, the trade
mark application shall be refused upon opposition of the proprietor
of that prior sign.
15.2 To what extent does a company name offer protection
from use by a third party?

According to article 6/6 of the IP Code, an application for registration
of a trade mark shall be refused upon the opposition of the right
holder if it consists of a person’s name, trade name, photograph,
copyright or any other intellectual property right of another.
15.3 Are there any other rights that confer IP protection,
for instance book title and film title rights?

Book titles and film titles might be protected under copyright, if the
necessary requirements are fulfilled.
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Domain Names

16.1 Who can own a domain name?

“.com.tr” domain names can be owned by natural persons, legal
entities and organisations who have commercial activities.
“.namesurname.com.tr” sub-domain names can be owned by real
persons upon the submission of the identification number. The other
sub-domain names can only be owned by natural persons, legal
entities and organisations who are active in specific fields. For
instance, only lawyers, law firms and lawyer partnerships can own a
“.av.tr” domain name.
16.2 How is a domain name registered?

“.tr” extension domain names can only be registered before Nic.tr
via https://nic.tr/. The requirements of a domain name application
vary depending on the chosen sub-domain name, but for “.com.tr”
domain names, the trade mark application form or trade mark
registration certificate obtained from TÜRKPATENT, or the trade
registry certificate obtained from the Chamber of Commerce or
Chamber of Merchants and Craftsmen, would be needed.
16.3 What protection does a domain name afford per se?

The principle in domain name registration is “first come, first
served”. Therefore, if a domain name is registered in the name of
someone, no one can obtain the same domain name. In addition, the
owner of a domain name may prevent third parties from registering
or using a trade mark which includes this domain name.

17

Current Developments

17.1 What have been the significant developments in
relation to trade marks in the last year?

By the new article which was added to the Turkish Commercial Code
and came into force on 1 January 2019, a mandatory mediation
process was introduced into Turkish law for commercial disputes,
including IP disputes, where monetary debt and compensation are
claimed. The mediator must conclude the mediation process within
six weeks of her/his appointment date; this period can be extended by
two weeks at the most. If the parties cannot settle the matter in
mediation, a lawsuit before the Court can be initiated.
17.2 Please list three important judgments in the trade
marks and brands sphere that have been issued
within the last 18 months.

1.

Article 14 of Trade Mark Decree Law No. 556 (the former
Code) enabled the revocation of a registration due to non-use.
However, the Constitutional Court cancelled this article
retroactively on the ground that property rights cannot be
limited by Decree Laws. This decision was given on 14
February 2016 with docket no. 2016/148E–2016/189K and
came into force on 6 January 2017. Under the IP Code no.
6769 (the current Code) which entered into force on 10 January
2017, revocation of a registration due to non-use became
possible again. However, that four-day gap in between the
effective dates of the Constitutional Court decision and the IP
Code caused the the IP Courts to begin to give different
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However, for instance, in a non-use cancellation action
initiated on 30 January 2017 for a mark which was applied
for in 2005 and registered in 2007, the First Instance Court
dismissed the case. The Court said that the Constitutional
Court decision is retroactive, therefore there is no use
requirement before the effective date of the IP Code and the
five-year use term has not expired as of the effective date of
the IP Code. Currently the case is before the Regional Appeal
Court and the final decision is the subject of some curiosity.
After this decision, a couple of other Trial Courts in different
jurisdictions granted decisions in the same way and they are
also under appeal.
2.

Before the IP Code came into force, technically, use of a
registered mark constituted neither trade mark infringement
nor unfair competition, as long as the mark was used for the
goods/services for which it was registered. However, now,
according to article 155 of the IP Code, in infringement cases
the defendant cannot base its defence on its registration if the
defendant’s mark is registered after the plaintiff’s mark.
However, the Trial Courts in particular hesitate to apply this
article and say the defendant’s uses are legitimate because it
has a registration.
In a lawsuit, the plaintiff claimed invalidation of the defendant’s
mark which was registered after the plaintiff’s mark, trade mark
infringement and unfair competition, and also requested an
injunction. The Trial Court dismissed the injunction request by
saying that defendant’s uses were based on a registered mark.
The plaintiff appealed before the Regional Appeal Court. With
a decision dated 13 March 2018, the Regional Appeal Court
overruled the Trial Court’s decision by referring to article 155,
which states that in an infringement action defence of valid
registration cannot be set forth by the defendant.

17.3 Are there any significant developments expected in
the next year?

We expect that the National Appeal Court will issue some decisions
to bring a solution to the chaos regarding non-use cancellation
actions filed according to the IP Code.
TÜRKPATENT has been working on a set of guidelines for long time.
These guidelines will include explanations and specific examples on
how each article of the IP Code is/would be applied in practice. It is
expected that these guidelines will be published within 2019. We
anticipate that this comprehensive guide will be leading in its field,
especially for the resolution of issues on which the guidance is
currently vague.

Turkey

decisions about non-use cancellation actions. Some Courts are
handling cancellation actions based on non-use where the
lawsuit is filed after the IP Code came into force.

Turkey

17.4 Are there any general practice or enforcement trends
that have become apparent in your jurisdiction over
the last year or so?

Since the IP Code entered into force on 10 January 2017,
TÜRKPATENT invites the parties to avail themselves of an optional
mediation process in opposition cases where the examiners consider
reconciliation to be possible.
In addition, as per the Turkish Commercial Code and as of 1 January
2019, a mandatory mediation process is applied in commercial cases,
including IP matters, where monetary debt and compensation are
requested.
Therefore, it is beyond question that mediation will be the trending
topic in our jurisdiction for a while.
Meanwhile, the protection of personal data has been a very hot topic
in Turkey, as the GDPR has been in Europe.
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through thoughtful negotiations. When necessary, litigators with the firm’s litigation arm Fütman Law Firm advocate strongly on behalf of clients at
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